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the recipient will be subject to the re-
tention of rights by or on behalf of the
Government for Government purposes.

(5) Joint inventions. (i) NASA and the
recipient agree to use reasonable ef-
forts to identify and report to each
other any inventions made jointly be-
tween NASA employees (or employees
of NASA support contractors) and em-
ployees of recipient. For large busi-
nesses, the Associate General Counsel
(Intellectual Property) may agree that
the United States will refrain, for a
specified period, from exercising its un-
divided interest in a manner incon-
sistent with recipient’s commercial in-
terest. For small business firms and
nonprofit organizations, the Associate
General Counsel (Intellectual Prop-
erty) may agree to assign or transfer
whatever rights NASA may acquire in
a subject invention from its employee
to the recipient as authorized by 35
U.S.C. 202(e). The grant officer negoti-
ating the agreement with small busi-
ness firms and nonprofit organizations
can agree, up front, that NASA will as-
sign whatever rights it may acquire in
a subject invention from its employee
to the small business firm or nonprofit
organization. Requests under this para-
graph shall be made through the Cen-
ter Patent Counsel.

(ii) NASA support contractors may
be joint inventors. If a NASA support
contractor employee is a joint inventor
with a NASA employee, the same pro-
visions apply as those for NASA Sup-
port Contractor Inventions. The NASA
support contractor will retain or ob-
tain nonexclusive licenses to those in-
ventions in which NASA obtains title.
If a NASA support contractor employee
is a joint inventor with a recipient em-
ployee, the NASA support contractor
and recipient will become joint owners
of those inventions in which they have
elected to retain title or requested and
have been granted waiver of title.
Where the NASA support contractor
has not elected to retain title or has
not been granted waiver of title, NASA
will jointly own the invention with the
recipient.

(e) Licenses to Recipient(s). (1) Any ex-
clusive or partially exclusive commer-
cial licenses are to be royalty-bearing
consistent with Government-wide pol-
icy in licensing its inventions. It also

provides an opportunity for royalty-
sharing with the employee-inventor,
consistent with Government-wide pol-
icy under the Federal Technology
Transfer Act.

(2) Upon application in compliance
with 37 CFR part 404—Licensing of
Government Owned Inventions, all re-
cipients shall be granted a revocable,
nonexclusive, royalty-free license in
each patent application filed in any
country on a subject invention and any
resulting patent in which the Govern-
ment obtains title. Because coopera-
tive agreements are cost sharing coop-
erative arrangements with a purpose of
benefiting the public by improving the
competitiveness of the recipient and
the Government receives an irrev-
ocable, nonexclusive, royalty-free li-
cense in each recipient subject inven-
tion, it is only equitable that the re-
cipient receive, at a minimum, a rev-
ocable, nonexclusive, royalty-free li-
cense in NASA inventions and NASA
contractor inventions where NASA has
acquired title.

(3) Once a recipient has exercised its
option to apply for an exclusive or par-
tially exclusive license, a notice, iden-
tifying the invention and the recipient,
is published in the FEDERAL REGISTER,
providing the public opportunity for
filing written objections for 60 days.

(f) Preference for United States manu-
facture. Despite any other provision,
the recipient agrees that any products
embodying subject inventions or pro-
duced through the use of subject inven-
tions shall be manufactured substan-
tially in the United States. The intent
of this provision is to support manufac-
turing jobs in the United States re-
gardless of the status of the recipient
as a domestic or foreign controlled
company. However, in individual cases,
the requirement to manufacture sub-
stantially in the United States, may be
waived by the Associate Administrator
for Procurement (Code HS) upon a
showing by the recipient that under
the circumstances domestic manufac-
ture is not commercially feasible.

(g) Space Act Agreements. Invention
and patent rights in cooperative agree-
ments must comply with statutory and
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